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Art Unit: 2171 

This is in response to an application filed November 16, 2001 in which claims 1-22 are 
presented for examination. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-22 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Regarding claims 1-14, it is not clear what is "respective associated". One of ordinary 
skill in the art would not know what "respective associated stored CDC" is and where it is stored. 

Regarding claims 15-22, it is not clear what "corresponding stored CDC" is and one of 
ordinary skill in the art would not know how to do "comparing the current CDC with a 
corresponding stored CDC." 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



DETAILED ACTION 



Claim Rejections - 35 USC § 112 



Claim Rejections - 35 USC § 102 
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

1. Claims 1-3 are rejected under 35 U.S.C. 102(e) as being anticipated by Novak et al. (WO 
01/03409). 

Regarding claim 1, Novak discloses a method for identifying changed records in a file on 
an electronic token, the method comprising steps of: 

calculating at least one change detection code (CDC) for records of the file (see page 
6, lines 1-3, Novak); 

- comparing the calculated CDC with a respective associated, stored CDC in order to 
determine if at least one associated record has changed since the stored CDC was 
calculated (see page 2, lines 13-22 and page 4, lines 1-12, Novak); and 

- if the calculated CDC is not equal to the stored CDC, executing a predefined 
algorithm to effect registration of a change, and saving the calculated CDC as the 
stored CDC (see page 6, line 25 to page 7, line3, Novak). 

Regarding claim 2, Novak further discloses a step of calculating a cyclic redundancy 
check (see page 6, lines 1-10, Novak). 
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Regarding claim 3, Novak further discloses a step of determining if the at least one 
associated record is changed and yields information regarding the change, the information being 
input to the predefined algorithm (page 6, lines 1-10, Novak). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 4-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Novak et al. 

(WO 01/03409) in view of Kilner (US 5,649,089). 

Regarding claim 4, Novak discloses all of the claimed limitation as discussed above 

except the step of issuing a message to an electronic token reader in which the electronic token is 

docked, the message containing at least one parameter regarding the change for use by a 

registering element to which the message is sent by a token-resident applet via the electronic 

token reader. Kilner, on the other hand, discloses the managing the routing of messages to the 

wireless subscriber units (see col. 3, lines 14-40, Kilner). It would have been obvious to apply 

the maintaining database system of Kilner into the Novak for calculating a cyclic redundancy 

check. It would have been obvious to one of ordinary skill in the art at the time of the invention 

to modify Novak as taught by Kilner to include the claim feature. The motivation of doing would 

have been to provide software efficiency and increase hardware's performance (page 1, lines 19- 

20, Novak). 
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Regarding claim 5, Novak/Kilner combination disclose a step of setting a response 
pending flag which is cleared if an acknowledgement of the message is received, wherein the 
flag is used to indicate that a message was not acknowledged (col. 4, lines 4-10 ? Kilner). 
Regarding claim 6, Novak/Kilner combination discloses a step of setting one of a plurality of 
flags for each change depending on a type of change, so that different types of change can be 
differentiated (col. 4, lines 26-54, Kilner). 

Regarding claim 7, Novak/Kilner combination disclose a step of using any flag set in 
association with the stored CDC, in conjunction with the values of the stored CDC and 
calculated CDC to determine if the record was changed since a last acknowledged message 
related to the record was sent (see col.4, lines 21-26, Kilner). 

Regarding claim 8, Novak/Kilner combination disclose a step of sending the message to 
the registering element, which performs at least one of: synchronization of data across multiple 
data stores; update of a system with respect to the record; back-up of the record; and provision of 
a service feature in dependence on the change to the record (page 2, line 14 to page3, line 20, 
Novak). 

3. Claims 4-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Novak et'al. 
(WO 01/03409) in view of Sellers et al. (GB 2373139). 

Regarding claim 4, Novak discloses all of the claimed limitation as discussed above 
except the step of issuing a message to an electronic token reader in which the electronic token is 
docked, the message containing at least one parameter regarding the change for use by a 
registering element to which the message is sent by a token-resident applet via the electronic 
token reader. Sellers, on the other hand, discloses a backup system including the transmission of 
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a message between a network and a mobile station (see pages 18-19, Sellers). It would have been 
obvious to apply the backup system of Sellers into the Novak because it would provide software' 
flexibility of restore an accidental deletion or corruption of data record on the electronic token. It 
would have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Novak as taught by Sellers to include the claim feature. The motivation of doing would have 
been to provide software efficiency and increase hardware's performance (page 1, lines 19-20, 
Novak). 

Regarding claim 5, Novak/Sellers combination disclose a step of setting a response 
pending flag which is cleared if an acknowledgement of the message is received, wherein the 
flag is used to indicate that a message was not acknowledged (page 27, line 20 to page 28, line 5 
and page 30, lines 13-14, Sellers). 

Regarding claim 6, Novak/Sellers combination disclose a step of setting one of a plurality 
of flags for each change depending on a type of change, so that different types of change can be 
differentiated (page 29, line 23 to page 30, line 4, Sellers). 

Regarding claim 7, Novak/Sellers combination discloses a step of using any flag set in 
association with the stored CDC, in conjunction with the values of the stored CDC and 
calculated CDC to determine if the record was changed since a last acknowledged message 
related to the record was sent (page 30, lines 14-20, Sellers). 

Regarding claim 8, Novak/Sellers combination disclose a step of sending the message to 
the registering element, which performs at least one of: synchronization of data across multiple 
data stores; update of a system with respect to the record; back-up of the record; and provision of 
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a service feature in dependence on the change to the record (page 2, line 14 to page3, line 20, 
Novak). 

Regarding claim 9, Novak/Sellers combination disclose steps of issuing a short message 
service message to a service provider that has access to the registering element (page 20, line 19 
to page 21, line 6, Sellers). 

Regarding claim 10, Novak/Sellers combination disclose steps of: receiving information 
relating to the change; formulating a notice of change (NOC) message; and inserting as many 
NOC messages as possible into the SMS message before sending the SMS message. 

Regarding claim 1 1 , Novak/Sellers combination disclose that the electronic token is a 
subscriber identity module and the step of comparing further comprises a step of applying a 
comparison algorithm that executes on the subscriber identity module, the comparison algorithm 
being adapted to compare a CDC of each of a plurality of abbreviated dialing numbers in the file 
(fig. 10 and corresponding text, Sellers); and the step of issuing comprises a step of directing a 
SMS message to the registering element, which is adapted to perform at least one of the 
following: ensure conformity of the file with other versions of the file stored elsewhere; back-up 
the file; and, provide a service feature in dependence on the change (page 21, lines 1-10, Sellers). 

Regarding claim 12, Novak/Sellers combination disclose steps of formulating the 
message by inserting the at least one parameter into respective fields of the message, and 
forwarding the message to the registration element (pages 37-38, Sellers). 

Regarding claim 13, Novak/Sellers combination disclose steps of inserting a record 
identifier, and information that specifies the change (page 40, lines 9-21, Sellers). 
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Regarding claim 14, Novak/Sellers combination disclose a step of inserting a value that 
indicates one of the following: the record was added; the record was deleted; and the record was 
modified (page 34, line21 to page 35, line 1, Sellers). 

Regarding claim 15, Novak discloses an apparatus for providing a service to a subscriber 
having an electronic token, the apparatus comprising: 

a change detection applet stored on the electronic token (see page 6, lines 1-3, Novak) 
adapted to be executed by a processor of the electronic token, the applet being adapted to 
identify records that have been changed since a change detection code (CDC) was calculated and 
stored in a memory of the electronic token, by calculating at least one current CDC for the 
records, and comparing the current CDC with a corresponding stored CDC (see page 2, lines 13- 
22 and page 4, lines 1-12, and see page 6, line 25 to page 7, line3, Novak). 

Novak, however, does not disclose the sending a notice of change (NOC) message to a 
registering element for registering detected changes. Sellers, on the other hand, discloses a 
backup system including the transmission of a message between a network and a mobile station 
(see pages 18-19, Sellers). It would have been obvious to apply the backup system of Sellers into 
the Novak because it would provide software' flexibility of restore an accidental deletion or 
corruption of data record on the electronic token. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify Novak as taught by Sellers to include the 
claim feature. The motivation of doing would have been to provide software efficiency and 
increase hardware's performance (page 1, lines 19-20, Novak). 
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Regarding claim 16, Novak/Sellers combination discloses the change detection applet 
calculates a cyclic redundancy check (CRC) to derive the current CDC (see page 6, lines 1-10, 
Novak). 

Regarding claim 17, Novak/Sellers combination discloses back up records for which the 
NOC message was generated; synchronize the file with other files remotely stored but commonly 
associated with a subscriber; and, provide a service dependent upon the detected change (page 4, 
lines 13-20, Novak). 

Regarding claim 18, Novak/Sellers combination discloses the electronic token is docked 
in a communications enabled device that comprises an electronic token reader adapted to 
exchange data in conformity with a predetermined protocol (page 22 and page 23, lines 1-14, 
Sellers). 

Regarding claim 19, Novak/Sellers combination discloses a subscriber identity module 
(SIM) card compliant with a global system for mobile communications (GSM) standard; and a 
universal SIM (USIM) card (see Fig.2-3 and corresponding text, Novak). 

Regarding claim 20, Novak/Sellers combination discloses the communications enabled 
device is adapted to function as a short message service (SMS) enabled telephone (see page 6, 
lines 14-23, Sellers). 

Regarding claim 21, Novak/Sellers combination discloses a data store for storing a set of 
response pending flags that are associated with a list of records in the file, and the change 
detection applet is further adapted to use the set of response pending flags to determine if a 
record may have been changed since a last NOC message for the record was acknowledged (see 
Fig. 17 and corresponding text, Sellers). 
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Regarding claim 22, Novak/Sellers combination discloses the set of response pending 
flags comprises at least two flags used to encode change information, and the change detection 
applet is further adapted to use the plurality of flags, in conjunction with the stored CRC and 
current CRC, to determine if a notice of change message related to the record is to be sent (see 
page 40, lines 12-21, Sellers). 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Chase, Jr. (US 5,974,238) discloses automatic data synchronization between a handheld 
and a host computer. 

Hubble et al. (US 6,278,885) disclose a mobile phone using subscriber identification card 
for updating information stored therein. 

Leung (US 5,913,160) discloses method and system for updating replicated databases in 
foreign and home telecommunication network systems. 

Fox (US 5,765,172) discloses system and method for verifying integrity of replicated 
databases. 

Salkewicz et al. (US 5,970,502) disclose method and apparatus for synchronizing 
multiple copies of a database. 

Kozik et al. (US 5,309,501) disclose arrangement for detecting fraudulently identified 
mobile stations in a cellular mobile telecommunications network. 
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5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hanh B Thai whose telephone number is 703-305-4883 and 571- 
2724029 after October 21, 2004. The examiner can normally be reached on 8 AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Safet Metjahic can be reached on 703-308-1436. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Hanh Thai ^ r\. , 



Art Unit 2171 
September 3, 2004 
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